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RJEMARKS 

Claims 1-76 are currently pending in the subject application and are presently under 
consideration. Claims 39 and 72 have been amended to correct minor informalities. Favorable 
reconsideration of the subject patent application is respectfully requested in view of the 
comroents and amendments herein. 

I. Rejection of Claims 39. 40 and 72-76 Under 35 U.S-C Sl02fe^ 

Claims 39, 40 and 72-76 stand rejected under 35 U.S.C. §102(e) as being anticipated by 
Ellis (US 2005/0028208). Withdrawal of this rejection is respectfiiUy requested for at least the 
following reasons. Ellis does not disclose each and every limitation of the claims. 

Ellis discloses an interactive program guide provider (main facility 12) that routes 
program guide information through a television distribution facility (16), such as a cable headend 
system or a broadcaster, to a user's television equipment (22) or a user's remote device (24). 
(See e.g., Ellis at paras. 0066-79). The user can access the program guide through the television 
equipment (i.^-, set-top box (28)) or through the remote device* {See e.g., Ellis at paras, 0066- 
79). Using the program guide, the user can program a VCR to record a program, purchase pay- 
per-view progrrais from the television distribution facility or set parental controls. (See Ellis at 
paras. 0018-0019, 0082, 0099, 0130-0132, 0219-0221). 

The Examiner interprets the claim limitation services provided to a program 
provider/broadcaster/content provider additional to programming a device to include providing 
program schedule information, intemctive program guide data and other data received from the 
main facility and/or user television equipment as services provided to a television distribution 
facility. {See Office Action dated Feb. 3, 2006 at pp. 2-3). As examples of such services, the 
Examiner lists parental control information, weather information and listing information. {See 
Office Action dated Feb. 3, 2006 at p. 3). Applicants' representative respectfully disagrees. 
First, as noted in Ellis, providing a user with listing information enables the user to program a 
device to record a program in the listing. {See Ellis at para. 0127, noting that to program a 
device, the user first selects a program from the program listing.)- Thus, providing a listing is 
not a service additional to programming the device; it is the first step in programming a device. 
Second, providing parental controls and weather information to a user are services provided to a 
usery not the program provider/broadcaster. It is the user that desires to receive parental control 
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information and weather information, not the television distribution facility. (See Ellis at paras, 
0012, 0025 noting that it is the parents who desire the parental controls). 

As explained in the previous Rjeply, examples of services provided to a program 
provide^^roadcaster/content provider are described in the Application (e.g., sending 
demographic and marketing information to the program provider, etc.). (See e.g,. Application at 
pp. 12, 53). These services can allow a program provider/broadca$ter/content provider, for 
instance, to dehver targeted advertisements and to determine the rates to charge for 
advertisements as described in the Application: 

Because a token typically is translated for a program prior to the program 
being broadcast, valuable information may be collected in advance of the 
program being broadcast. The server 20, for example, may employ 
predictive jBItering techniques to estimate the size and/or demographics of 
a viewing audience for a particular show prior to the broadcast time, of the 
show based on the data stored in the ratings database 676. As a result, 
advertisers and networks may better determine which advertising to utilize 
in connection with a particular program. As more is known about the size 
and demographics of an audience for a particular program, more accurate 
rates also may be charged for such advertising broadcast with each 
program. 

(See Application at p. 53). Ellis does not disclose any such services. 

The Examiner contends that Ellis inherently discloses the monitoring of token translation. 
(See OfSce Action at p. 4), Applicants' representative respectfully disagrees. Anticipation by 
inherency requires that a claim limitation not expressly present is necessarily present. (See 
MEHL/Biophilelntn Corp. v. Milgraum, 192 R3d 1362, 1365, 52 U,S,P.Q.2d 1303, 1305 (Fed. 
Cir. 1999)). The Examiner has not provided sufficient evidence to establish inherency. (See 
MPEP §21 12(IV)). For at least the foregoing reasons, withdrawal of this rejection is respectfully 
requested, 

n. Rejection of Claims 1-38 and 41-71 Under 35 U,S,C, S103fa^ 

Claims 1-38 and 41-71 stand rejected under 35 U-S.C §103(a) as being unpatentable over 
Elhs in view of Hirata (US 6,374,406). Withdrawal of this rejection is respectfully requested for 
at least the following reasons. As explained above, Ellis does not teach or suggest services 
provided to a program provider/broadcaster/content provider additional to programming a 
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device. Hirata does not remedy this deficiency. Moreover, there is no teaching, suggestion, or 
motivation to combine the teachings of Ellis and Hirata and the Examiner has not provided any 
evidence in the prior art or other reference of record to show oHierwise. 

The Examiner contends that the knowledge of one of ordinary skill in the art provides a 
motivation to combine the teachings of ElHs with tliose of Hirata, but does not provide any 
evidence to show that this is true. {See Office Action at pp, 5, 14). The Examiner further 
contends that it would have been obvious to modify Ellis to use a message having a token in 
order to provide an alternative way to send control information, to reduce the installation cost or 
to allow a user to change the setting of the timer from outside the house and cites to column 1, 
lines 27-45 of Hirata in support of this contention. (See Office Action at pp. 5-6). That section 
of Hirata merely explains the advantages of the system of Hirata but does not explain the reason 
why it would be obvious to combine the system of Hirata with the features of Ellis as is required 
to estabUsh obviousness. (See e,g„ In re Kotzab, 111 F.3d 1365, 1371, 55 U.S.P,Q.2d 1313, 
1318 (Fed, Cir. 2000) (holding that **particular findings must be made as to the reason the skilled 
artisan, witli no knowledge of the claimed invention, would have selected these components for 
combination in the manner claimed") (emphasis added)). For at least the foregoing reasons, 
withdrawal of this rejection is respectfiiUy requested. 
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Conclusion 



The present application is believed to be in condition for allowance in view of the above 
comments and amendments. A prompt action to such end is earnestly solicited. 

In the event any fees are due in connection with this document, the Commissioner is 
authorized to charge those fees to Deposit Account No. 50-1063 [MSFTPl 1 lUSA], 

Should the Examiner believe a telephone interview would be helpful to expedite 
favorable prosecution^ the Examiner is invited to contact applicants' undersigned representative 
at the telephone number below. 



AMIN & TUROCY, LLP 

24™ Floor, National City Center 
1900 R 9™ Street 
Cleveland, Ohio 44114 
Telephone (216) 696-8730 
Facsimile (216) 696-8731 



Respectfully submittedj 
AMIN & TUROCY, LLP 




Himanshu S, Amin 
Reg. No. 40^894 
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